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REMARKS 

In an Office Action dated 13 December 2005, the Examiner rejects claims 1, 5-7, 
11-13, 17-21, and 25-30 (all pending claims). In response to the Office Action, 
Applicants amend claims 1, 7, 13, and 19. Applicants would also like to respectfully 
traverse the rejections. In light of the amendments, Applicants respectfully request that 
this application be allowed. 

Applicant would like to voice displeasure in the rejection of previously allowed 
claims. Applicants must rely upon an Office Action as a best argument set forth by the 
Examiner in an Office Action when deciding how to prosecute an application. When an 
Applicant amends claims in an Office Action, estoppel is created with regard to the 
claims amended. In the present application, if the Applicants had known that the claims 
would not be allowed, Applicants may have traversed the rejection and not added extra 
limitations to the independent claims. As stated in the MPEP and Case law "Great care 
should be exercised in such a rejection." See MPEP §706.04 and Ex parte Grier. 1923 
CD. 27 (Comm'r Pat. 1923). 

The Examiner rejects claim 1 under 35 U.S.C. § 103(a) as being unpatentable over 
U.S. Patent Number 6,201, 791 Bl issued to Bournas (Bournas). In order to maintain a 
rejection the Examiner has the burden of providing evidence of prima facie obviousness. 
See MPEP §2143. See also In Re Vaeck . 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 
1991). In order to prove prima facie obviousness, the Examiner must provide evidence 
in the prior art of a motivation to combine or modify a reference, a reasonable 
expectation of success, and a teaching of each and every claimed element. Id. The 
Examiner has failed to provide evidence of each and every claimed element of claim 1 . 
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Amended claim 1 recites "establishing a routing path for a session to be tested 
wherein said routing path is a static IP route;" and "counting, by a packet count unit, 
received packets at the packet count unit." Bournas does not teach either of these 
limitations. In fact, the Examiner admits that Bournas does not teach that the IP routing 
path is static. However, the Examiner states that the path can be arranged this way as a 
design choice. This is a mere assertion and is not evidence of establishing a static IP 
path. If the Examiner is relying on the prior art to provide such evidence. Applicants 
respectfully request the Examiner provide such evidence in the prior art as required 
under MPEP § 2144.03 and give Applicants an opportunity to respond to such 
evidence. Otherwise, the rejection must be removed. 

The Examiner has also not provided a teaching of counting, by the counting unit, 
received packets at the packet count unit. Bournas does not teach this limitation. 
Instead Bournas, uses acknowledge statements received at the sending node to 
determine the number of packets received at the second or client end. See Generally, 
Abstract. See also Col. 6, lines 43-Col. 7, line 8. In Bournas, the test system being 
executed by the first node performs all of the functions. In amended claim 1, the 
counting unit in the second node does the counting. Thus, eliminating the possibility of 
the acknowledgment being dropped and therefore giving an inaccurate peak value. 
Thus, Applicants respectfully request that the rejection of claim 1 be removed and 
amended claim 1 be allowed. 

Furthermore, the Examiner has failed to provide a motivation to establish a Static 
IP path as recited in the claim. The Examiner merely asserts this a design choice. 
However, the Examiner provides no evidence of a reason to make such design choice. 
Unless, the Examiner provides such a motivation, the rejection must be removed. 

For the above reasons, Applicants respectfully request that the rejection of claim 1 
be removed and amended claim 1 be allowed. 
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Claims 5-6 are dependent upon amended claim 1. Thus, claims 5-6 are allowable 
for the same reasons as amended claim 1. Therefore, Applicants respectfully request that 
the rejections of claims 5-6 be removed and claims 5-6 be allowed. 

Amended claim 7 recites a program storage device that stores instructions for 
providing the method of claim 1. Thus, amended claim 7 is allowable for at least the same 
reasons as amended claim 1. Therefore, Applicants respectfully request that the rejection 
of claim 7 be removed and amended claim 7 be allowed. 

Claims 11-12 are dependent upon amended claim 7. Thus, claims 11-12 are 
allowable for the same reasons as amended claim 7. Therefore, Applicants respectfully 
request that the rejections of claims 1 1-12 be removed and claims 1 1-12 be allowed. 

Amended claim 13 recites an apparatus for performing the method of claim 1. 
Thus, amended claim 13 is allowable for at least the same reasons as amended claim 1. 
Therefore, Applicants respectfully request that the rejection of claim 13 be removed and 
amended claim 13 be allowed. 

Claims 17-18 are dependent upon amended claim 13. Thus, claims are allowable 
for the same reasons as amended claim 13. Therefore, Applicants respectfully request 
that the rejections of claims 17-18 be removed and claims 17-18 be allowed. 

Amended claim 19 recites a system that provides the method of claim 1. Thus, 
amended claim 19 is allowable for at least the same reasons as amended claim 1. 
Therefore, Applicants respectfully request that the rejection of claim 19 be removed and 
amended claim 19 be allowed. 

Claims 20-21 and 25-30 are dependent upon amended claim 19. Thus, claims 20- 
21 and 25-30 are allowable for the same reasons as amended claim 19. Therefore, 
Applicants respectfully request that the rejections of claims 20-21 and 25-30 be removed 
and claims 20-21 and 25-30 be allowed. 
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If the Examiner has any questions regarding this application, the Examiner may 
telephone the undersigned at 775-586-9500. 



Sierra Patent Group, Ltd. 
1657 Hwy. 395, Suite 395 
Minden.NV 89423 
(775) 586-9500 
(775) 586-9550 Fax 




Respectfully submitted, 
SIERRA PATENT GROUP, LTD. 



Dated: February 3, 2006 



William P. WUbar 
Reg. No.: 43,265 
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